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DETAILED ACTION 

Claim Rejections - 35 USC §112 
The rejection of claims 1-19 under 35 U.S.C. 1 12, second paragraph, has been overcome 

by the applicant's amendment 



Specification 

The amendment filed 1/5/2004 and objected to under 35 U.S.C. 132 has been overcome 
by the applicant's amendment. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

Claims 1-3, 10 and 16-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Emanuelson et al. (4,301,222.) 

The instant claims are to a resin composition for a separator of a fuel cell, which 
comprises an electroconductive agent and a radical-polymerizable thermosettmg resm system 
wherein the weight ratio of the electroconductive agent and a radical-polymerizable 
thermosetting resin system is 65/35 to92/8. 
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Emanuelson et al. (4,301,222) teaches a resm composition for a separator of a fuel cell, 
which consists essentially of an electroconductive agent and a radical-polymerizable, 
thennosetting resin system (see claim 1 .) The materials are mixed and molded to fonn a fuel cell 
separator plate (col. 9, Ime 15.) It is noted that mumg mherently involves applying pressure to 
the material and that kneading and mixmg are equivalent processes. Further, the weight ratio of 
the electroconductive agent and a radical-polymerizable thermosetting resin system is 65/35 (see 
col. 6, lines 35-45.) 

With regard to the limitation that the resin is kneaded with a pressure kneader under a 
pressure of 9.8 x 10= to 9.8x10^ Pa higher than atmospheric pressure, thts limitation is a product " 
by process hmitation. MPEP 2113 states, "Even though produc,-by-pr„cess claims are limited 
by and defined by the process, determination of patentabihty is based on the product itself The 
patentability of a product does not depend on its method of production. If the praduct in the 
prod„c.-by-process claim is the same as or obvious from a ptoduct of the prior art, the claim is 
unpatentable even though .he prior product was made by a different process." Thus, the claims 
are anticipated. 

Claims 1-8 and 10-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Butler 
(US 6,251,308.) 

Butler (US 6,251,308) teaches a resin composition for a separator of a fuel cell 
comprising an electroconductive agent and a radical-polymerizable thennosetting resin system 
(see column 4.) The electroconductive agent includes carbonaceous materials such as graphite in 
various concentrations including a range from 65/35 to 92/8 (col. 4, lines 37-65.) The radical- 
polymerizable thermosetting resin system includes a vinyl-ester senes resin in which 
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methacrylate is added to a bisphenol A resin (col. 4, lines 1 5-40.) A radical-polmerizable 
dilutant of styrene is added in a specific range (col. 4, lines 25-40.) The double bond equivalent 
and glass transition temperature of the composition are inherent features of the compound. Low- 
profile agents are noted throughout the reference (including the various compounds in columns 5 
and 6.) The agents are added in the range of 0.1 to 30 parts (wt.) relative to the radical- 
polymerizable thennosetting resm system. An example includes polyvinyl acetate (col. 6, lines 
37-end.) Moldmg and mixmg the materials, including pressure kneading and molding, are noted 
in col. 6, line 60 to col. 7. It is noted that mixmg inherently involves applying pressure to the 
material and that kneading and mixing are equivalent processes. 

With regard to the limitation that the resm is kneaded with a pressure kneader under a 
pressure of 9.8 x 10^ to 9.8x10^ Pa higher than atmosphenc pressure, this limitation is a product 
by process limitation. MPEP 2113 states, "Even though product-by-process claims are limited 
by and defined by the process, determination of patentabihty is based on the product itself The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim ,s 
unpatentable even though the prior product was made by a different process." Thus, the claims 
are anticipated. 

Response to Arguments 
Apphcanfs arguments with respect to claims 1-8 and 10-19 have been considered but are 
not persuasive. Applicant's arguments with respect to the claims rejected under 35 U.S.C. 103(a) 
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as being obvious over Butler (US 6,251,308.) in view of Emanuelson et al. (4,301,222) have 

been considered but are moot in view of the new ground(s) of rejection. 

With regard to the applicant's arguments to Emanuelson et al., the reference teaches a 
ratio of conductive material to bmder resin of 45-65 weight percent graphite powder to 55-35 
weight percent resm. As this ratio includes the claimed percentage, the claims are anticipated. 
Arguments with regard to the properties of the separator plate are not sufficient to overcome a 
rejection under 35 U.S.C. 102. 

With regard to the applicant's arguments to Butler et al., the reference teaches a ratio of 
conductive material to binder resm at various points in the claimed range of 65/35 to 92/8. As 
the ratio includes the claimed percentage, the claims are anticipated. Arguments with regard to 
the properties of the separator plate are not sufficient to overcome a rejection under 35 U.S.C. 
102. 

It is noted that the applicant's arguments with regard to unexpected results are not 
sufficient to overcome a rejection under 35 U.S.C. 102. 

With regard to the applicant's arguments that the references do not teach a product made 
by a process wherein the conductive agent and resin are kneaded with a pressure kneader under a 
pressure of 9.8 x 10^ to 9.8x10^ Pa higher than atmospheric pressure, this limitation is a product 
by process limitation. MPEP 2113 states, "Even though product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product itself The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." 
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Examiner Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Ruthkosky whose telephone number is 571-272-1291. The 
exammer can normally be reached on FLEX schedule (generally, Monday-Thursday from 9:00- 
6:30.) If attempts to reach the examiner by telephone are unsuccessfixl, the examiner's 
supervisor, Patrick Ryan can be reached at 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

^formation regarding the status of an application may be obtained from the Patent 
Application h^formation Retrieval (PAIR) system. Status infonnation for puMished applications 
may be obtained from either Private PAIR or Public PAIR. Status infonnation for unpubHshed 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Mark Ruthkosky 
Primary Patent Examiner 
Art Unit 1745 



